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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 31-61 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. In independent claims 31, 55, and 58, Applicant claims an 
"expert that is not said person". Human beings are not patentable subject matter (See 1077 OG 
24). 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 31-61 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. In claims 31, 55, and 58, 
the language "expert that is not said person" renders the claims non-enabled since human beings 
are not patentable subject matter (See 1077 OG 24). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 31-34, 40-42, 46-51, 53-56, and 58-61 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Fisher (U.S. 5,507,485). 

Fisher discloses a golf computer and method for suggesting shot and/or club selections to 
a golfer based on discrete physical factors (the golfer's position, weather and climate conditions, 
the layout of the hole, the golfer's stroke capabilities as learned from previous shots made by that 
golfer with particular clubs and under various conditions, the golfer's history on the particular 
hole, etc.) that is completely interactive with the actual golfer on an individual basis. The golf 
computer serves as a personal advisor while the golfer is playing a round of golf, can replay a 
round of golf after a player has completed a round of golf, and can serve as a golf coach by 
directing the golfer to practice certain shots with particular clubs, and even under certain 
conditions and on certain holes. These features discussed above are accomplished automatically, 
minimizing or eliminating the need for human intervention into the golf "caddie" function. 
Fisher further discloses: 

Regarding Claims 31, 34, 40, 41, 42, 50, 51, 53, 54, 55, 56, 58, and 61: 

• an electronic storage device for storing a plurality of discrete physical factors (the 
golfer's position, weather and climate conditions, the layout of the hole, the 
golfer's stroke capabilities as learned from previous shots made by that golfer 
with particular clubs and under various conditions, the golfer's history on the 
particular hole, etc.) describing a real or hypothetical situation in golf and for 
storing golf action information regarding a plurality of different kinds of discrete 
actions (shot and club selection) that may be taken in response to the situation 
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(Abstract, Figures 2, 3, 4a-c, 5, 7, 12-23, Column 1, lines 5-19, Column 3, line 
65-Column 4, line 3, Column 4, lines 20-29, Column 4, lines 42-Column 5, line 8, 
Column 6, lines 1 -Column 7, line 14, Column 7, lines 38-41, Column 7, lines 59- 
64, Column 8, lines 13-25, Column 9, lines 7-23, Column 9, line 44-Column 10, 
line 44, Column 11, lines 5-15, Column 11, line 65-Column 12, line 26, Column 
12, lines 47-62); 

• a processor communicating with the electronic storage device for selecting a 
plurality of specific discrete actions from said action information, and specific 
discrete actions being automatically selected by said processor responsive to said 
plurality physical factors (Abstract, Figures 2, 3, 4a-c, 5, 7, 12-23, Column 1, 
lines 5-19, Column 3, line 65-Column 4, line 3, Column 4, lines 20-29, Column 4, 
lines 42-Column 5, line 8, Column 6, lines 1 -Column 7, line 14, Column 7, lines 
38-41, Column 7, lines 59-64, Column 8, lines 13-25, Column 9, lines 7-23, 
Column 9, line 44-Column 10, line 44, Column 11, lines 5-15, Column 11, line 
65-Column 12, line 26, Column 12, lines 47-62); 

• an output device having a display for communicating said plurality of specific 
discrete actions to the golfer (Figure 3). 

Regarding Claims 32 and 60: 

• at least one of the plurality of different kinds of discrete actions is a golf shot 
(Column 4, lines 20-29). 

Regarding Claims 33 and 59: 

• the sport is golf (Column 1, lines 6-19). 



Application/Control Number: 10/762,855 Page 5 

Art Unit: 3713 

Regarding Claim 46: 

• the electronic storage device, said processor, and said output device are part of a 
personal computer (Figure 2). 

Regarding Claim 47: 

• the electronic storage device, said processor, and said output device are part of a 
portable computer small enough to be held in a human hand (Figure 3). 

Regarding Claims 48 and 49: 

• the electronic storage device, said processor, and said output device are part of a 
cellular telephone or wireless Internet communication (Column 6, lines 1-14, and 
Column 7, lines 1-14). 

Furthermore, regarding claims 31, 55, and 58, Fisher discloses each of the structural 
limitations or elements as claimed. The limitation, "for storing a plurality of discrete physical 
factors describing a real or hypothetical situation in said athletic sport for storing athletic sport 
action information regarding a plurality of different kinds of discrete actions that an expert that is 
not said person would take in response to said situation:" is a functional limitation or intended 
use limitation that can inherently be performed by Fisher. While features of an apparatus may be 
recited either structurally or functionally, claims directed to an apparatus must be distinguished 
from the prior art in terms of structure rather than function alone (MPEP 2114). 

Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 35-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fisher (U.S. 
5,507,485) in view of Wilens (U.S. 5,779,566). 

Fisher discloses that as discussed above regarding claims 31-34, 40-42, 46-51, 53-56, and 
58-61. Fisher seems to lack explicitly stating: 

Regarding Claim 35: 

• the sport is tennis. 
Regarding Claim 36: 

• the sport is hockey. 
Regarding Claim 37: 

• the sport is skiing. 
Regarding Claim 38: 

• the electronic storage device stores a plurality of groups of said discrete actions, 
each group representing a response of a different expert to one or more 
predetermined situations. 

Regarding Claim 39: 

• an input device for selecting one of said experts. 

• Wilens, like Fisher, teaches of a handheld computerized golf data recording, 
reporting, and advising unit, and a method for its operation. Wilens additionally 
teaches: 

Regarding Claims 35, 36, and 37: 
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• Wilens' invention is not limited to golf, but can be used in any sport or game for 
which it is desirable to record and report a large amount of data (Column 16, lines 
48-53). 

Regarding Claims 38 and 39: 

• Wilens teaches of a number of randomly-accessed, game-interactive 
advice/feedback modes. By using the "choices" key (18) on unit (10) these three 
advice/feedback modes can be randomly accessed from certain of the game- 
interactive screens involving golf problems and solutions to slicing, hooking, 
topping a ball, etc. (Column 8, lines 37-46, and Column 13, lines 1-27). 

It would have been obvious to one having ordinary skill in the art, at the time of the 
applicant's invention, to incorporate the game-interactive advice/feedback modes of Wilens in 
Fisher. Doing so would enable a golfer to get expert advice on a particular area of golf, such as, 
driving, putting, slicing, or hooking. 

9. Claims 43-45, 52, and 57 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fisher (U.S. 5,507,485) in view of Baker (U.S. 5,486,001). 

Fisher discloses that as discussed above regarding claims 31-34, 40-42, 46-51, 53-56, and 
58-61. Fisher seems to lack explicitly stating: 

Regarding Claim 43: 

• said visual information depicts an expert illustrating said one or more specific 
actions. 

Regarding Claim 44: 
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• the visual storage portion stores a plurality of groups of said visual information, 
each group representing the response of a different expert to one or more 
predetermined situations. 

Regarding Claim 45: 

• an input device for selecting one of said experts. 
Regarding Claim 52: 

• the electronic storage device also stores expert comments regarding discrete 
actions, said processor further compares said selected plurality of specific discrete 
actions to said input plurality of specific discrete actions, and provides one or 
more expert comments when one of said selected actions does not agree with a 
corresponding input action. 

Regarding Claim 57: 

• comparing the selected discrete actions to the personal discrete actions and 
providing an expert comment related to a difference between corresponding ones 
of said selected and personal discrete actions. 

Baker teaches of an expertly analyzed instructional aid (such as for a golf swing) 
employing visual or audio-visual techniques which allows for a flow of information in both 
directions between selected coaches (professional golfers) and pupils so as to help that pupil to 
improve a golf swing. Baker teaches: 

Regarding Claim 43: 

• said visual information depicts an expert illustrating said one or more specific 
actions (Column 9, line 57-Column 10, line 20). 
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Regarding Claim 44: 

• the visual storage portion stores a plurality of groups of said visual information, 
each group representing the response of a different expert to one or more 
predetermined situations (Column 9, line 57-Column 10, line 20, and Column 10, 
lines 40-58). 

Regarding Claim 45: 

• an input device for selecting one of said experts (Column 6, line 3 1 -Column 8, 
line 47). 

Regarding Claim 52: 

• the electronic storage device also stores expert comments regarding discrete 
actions, said processor further compares said selected plurality of specific discrete 
actions to said input plurality of specific discrete actions, and provides one or 
more expert comments when one of said selected actions does not agree with a 
corresponding input action (Column 9, line 57-Column 10, line 20, and Column 
10, lines 40-58). 

Regarding Claim 57: 

• comparing the selected discrete actions to the personal discrete actions and 
providing an expert comment related to a difference between corresponding ones 
of said selected and personal discrete actions (Column 9, line 57-Column 10, line 
20, and Column 10, lines 40-58). 

It would have been obvious to one having ordinary skill in the art, at the time of the 
applicant's invention, to employ the visual or audio-visual techniques of Baker in Fisher. Doing 



Application/Control Number: 10/762,855 



Page 10 



Art Unit: 3713 

so enables a golf player to improve on personal movements and techniques relating to golf more 
quickly by actually viewing an expert perform the technique and without as much guesswork as 
may be required with expert golf advice provided in text. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott E. Jones whose telephone number is (703) 308-7133. The 
examiner can normally be reached on Monday - Thursday, 6:30 A.M. - 5:00 P.M.. 

The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Scott E. Jones 
Examiner 
Art Unit 3713 
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